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Reply under 37 CFR 1.H6 
Expedited Procedure 
Technology Center 1755 

Serial No. 10/680,362 Atty. Docket 29617/SH0008 

Remarks 

This paper is being presented in response to a final official action dated 
November 7, 2005, wherein claims 1, 3, 4, 7-19, 22-24, 26-28, and 40-50 were pending. 
Claims 1, 3, 4, 7-19, 26, 28, and 40-44 were objected to. Claims 22-24, 26-28, and 45-50 
were rejected. 

Brief Summary of the Amendments 

By the foregoing amendments, claims 3 and 4 now depend from claim 1, 
claim 1 9 corrects a misspelling, claim 22 now recites the element "wherein said mixture and 
said colored pigment are different colors,** which was unintentionally omitted from the 
previous amendment, and claim 45 now includes a terminal period. Claims 1, 3, 4, 7-19, 22- 
28, and 40-50 (37 total, 3 independent) are now pending, and no fees are believed to be due. 
The Commissioner is hereby authorized to charge any deficiency in connection with this 
Amendment, or any additional fees which may be required in connection with this 
Amendment, to Deposit Account No. 13-2855. 

No new matter has been added and the amendments do not require an 
additional search. 

Entry of the amendment to claim 22 and allowance of all pending claims are 
respectfully requested in view of the following remarks. 

Summary of Telephonic Interview With Examiner 

On December 20, 2005, the undersigned attorney initiated a telephonic 
interview with Supervisory Examiner Lorengo. 

No prior art was discussed; claims 1 and 22 were discussed. 

The applicants requested reconsideration of the § 1 12 indcfiniteness rejection 
of claim 1 . Upon reconsideration, agreement was reached that the claim was not indefinite. 

The applicants proposed amending claim 22 as presently amended above, and 
noted that the amendment was inadvertently omitted from the prior Amendment paper. 
The applicants noted that the basis for allowability of claim 1 stated in the prior official 
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action (November 7, 2005) applies to prior claim 50 and claim 22 as proposed for 
amendment. Agreement was reached. 

No exhibit was shown, and no demonstration was conducted. 
Remarks Regarding Official Action 

Claim Objections 

Claims 3, 4, 19, and 45 were objected to for informalities. The foregoing 
amendments fully address the informalities; the objections can be withdrawn. 

Claim Rejections - 35 U.S.C. § 1 12 

Claim 1 was rejected under 35 U.S.C. § 1 12, second paragraph as indefinite. 
As a result of reconsideration during the telephonic interview, it was agreed that the rejection 
would be withdrawn. 

Claim Rejections - 35 U.S.C. § 103(a) 

Claims 22, 23, 24, 26-28, and 45-50 were rejected as obvious. It is 
respectfully submitted that the amendment to claim 22 overcomes the rejections as to claims 
22, 23, 24, 26-28 and 45-49. Claim 22 has been amended to recite the element "wherein said 
mixture and said colored pigment are different colors," which was unintentionally omitted 
from the previous amendment. As stated in the reasons for indication of allowable subject 
matter, "[t]he references alone or in combination fail to teach a writing and highlighting 
system wherein the marking composition comprises an aqueous mixture of a colored pigment 
and an eradicable dye, wherein the mixture and colored pigment are different colors." Thus, 
the rejection can be withdrawn, and such agreement was reached in the telephonic interview. 

As discussed in the telephonic interview, it appears that the grouping of claim 
50 in the rejection was in error. Claim 50 already recites the element "wherein said mixture 
and said colored pigment are different colors," and is allowable. 
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Conclusion 



In view of the foregoing amendments and the agreement reached in the 
interview, withdrawal of the rejections and allowance of all pending claims are respectfully 
requested. 



Should the examiner wish to discuss the foregoing, or any matter of form or 
procedure in an effort to advance this application to allowance, the examiner is urged to 
telephone the undersigned attorney at the indicated number. 



Respectfully submitted, 
Marshall, Gerstein & Borun llp 



Michael Muc^sj^Reg. No. 48,642) 
Attorney for Applicants 
6300 Sears Tower 
233 South Wacker Drive 
Chicago, Illinois 60606-6357 
Phone: (312)474-6300 
Fax: (312)474-0448 
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December 30, 2005 



By 
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